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DETAILED ACTION 

1 . This action is responsive to communications: original application, filed 
11/26/2003. 

2. Claims 1-23 are pending. Claims 1 and 16 are independent claims. 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 16-19, 22, and 23 are rejected under 35 U.S.C. 101 because the 
claimed Invention Is directed to non-statutory subject matter. 

In regard to Independent claim 16, the combined limitations of claim 16 are 
non-statutory as not being tangibly embodied in a manner so as to be executable. The 
combined limitations of the claim do not require the use of hardware to implement the 
claimed methods and/or systems. For example, "A method for editing a graphical 
image page amongst a collection of a plurality of graphical image pages..." could be 
interpreted as a series of mental and/or manual steps, which renders the claimed 
invention non-statutory, instead being directed toward an abstract idea. 

In regard to dependent claims 17-19, 22, and 23, said claims are rejected 
because they add nothing to render the claimed subject matter statutory. 



5. 



Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 2, 5, 10, and 21 rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 2, 5, 10, and 21 contain the trademark/trade name "Microsoft Word". 
Where a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 1 12, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a word processor and, accordingly, the 
identification/description is indefinite. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 1-23 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Microsoft Word 2000 (hereinafter "MS Word"), copyright 1983-1999, Microsoft 
Corporation, in view of Fisher et al. (hereinafter "Fisher"), U.S. Patent No. 
6,771,801, issued August 2004. 

9. For illustrative purposes, screen shots of Microsoft Word 2000, p. 1-1 5 are cited 
to clarify the following claim rejections. 

Independent claim 1 cites: A method for generating a photo album page, 
comprising: opening a photo album page using a word processor; assigning a 
background pattern to said photo album page; 

MS Word teaches opening a page which can be used as a photo album, i.e., File, New 
to create a new document (p. 7). MS Word teaches assigning a background pattern to 
a page (p. 2) by selecting Format, Background menu options. MS Word teaches the 
use of templates which were used for generating user specified documents such as a 
photo album page (p. 4). While MS Word does not explicitly teach generating a photo 
album page. Fisher teaches a method of generating a photo album page using a 
template and images supplied by a user (Col. 1, 1. 48-Col. 2, 1. 3). Both Fisher and MS 
Word are directed toward using templates to format digital media. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to apply Fisher to 
MS Word, so that MS Word would have the benefit of a user editable photo album 
template that would adjust to the number of images supplied by a user (Fisher, Col. 1 , 1. 
40-45; Col. 1,1. 65-Col. 2, I. 4). 



Application/Control Number: 1 0/721 ,865 Page 5 

Art Unit: 2176 

Claim 1 also cites: selecting a layout configuration for said photo album page, 
said layout configuration defining a number of photos to be included on said photo 
album page and a relative position between said group of photos on said photo album 
page; and placing a group of photos on said photo album page at locations defined by 
said layout configuration. 

MS word teaches the creation of a table layout configuration, by selection of menu 
options Table, Insert, Table where a number of cells to contain photos, i.e., images, can 
be defined and relative position, i.e., AutoFit to contents option can be defined. Photos 
from a group, i.e., as in photos selected from file or from Microsoft Clip art, can be 
placed in the page at the locations defined within the table (p. 4-6). 

Regarding dependent claims 2 and 3, MS Word teaches opening a page, i.e., 
a photo album page using Microsoft Word program components, i.e., File, New to 
create a new blank document (p. 7). 

Regarding dependent claims 4-7, MS Word teaches selecting a background 
pattern using Fonnat, Background menu options for both a selection of JPEG files that 
are represented by thumbnail images and a selection of Microsoft Word files that are 
represented by thumbnail images (p. 2, "Pattern" and "Picture" tab, p. 6). MS Word 
teaches assigning a solid, blend, texture, pattern, theme or mosaic to said photo album 
page. 

Regarding dependent claims 8-11, MS Word teaches the use of templates, i.e., 
layout configurations that are represented by thumbnail images (p. 4); that includes 
placeholders for photo images, and that further defines one or more 
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relative positions for text entries. For example, the brochure template contains text 
boxes where pictures could be inserted, and placeholders for photo images (p. 8-9). 

Regarding dependent claims 12-14, MS Word teaches dragging and dropping, 
copying, pasting, grouping, and associating images on a page (p. 10-12). 

Regarding dependent claim 15, MS Word teaches automatically adjusting 
dimensions of a frame border and a photo relative to each other, as in adjusting the 
border of a table containing pictures (p. 13, 14). Also see Table menu tab where a 
number of cells to contain photos, i.e., images, can be defined and relative position, i.e., 
AutoFit to contents option can be defined 

Independent claim 16 cites: A method for editing a grapliical image page 
amongst a collection of a plurality ofgraptiical image pages, comprising: displaying a 
first graphical image page from among the plurality of graphical image pages, said first 
graphical image page including at least one grouping of graphical image data, wherein 
each group of graphical image data can be individually modified; producing a second 
graphical image page based on said first graphical image page; displaying said second 
graphical image page along with said first graphical image page; receiving first user 
input that modifies part of either said first or second graphical image page, wherein said 
modification enables the user to contrast said first and second graphical image pages; 
and receiving second user input that selects one of said first and second graphical 
image pages. 

MS Word teaches the use of templates which were used for generating user specified 
documents such as a photo album page (p. 4). MS Word teaches that templates can be 
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created from existing documents, such as a user created table containing graphic 
images, compare to producing a second graphical image page based on said first 
graphical image page. MS Word teaches grouping images, i.e., drawing objects (p. 12), 
and that each group can be individually modified, as by the menu options on the 
Drawing toolbar. MS Word allows a user to modify both documents and templates and 
select pages. MS Word teaches a side by side display of document pages, i.e., menu 
options Window, Split. 

While MS Word does not explicitly teach editing a graphical image page. Fisher 
teaches a method of generating a photo album page using a template and images 
supplied by a user (Col. 1, 1. 48-Col. 2. 1. 3). Both Fisher and MS Word are directed 
toward using templates to format digital media. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to apply Fisher to MS Word, so that 
MS Word would have the benefit of a user editable photo album template that would 
adjust to the number of images supplied by a user (Fisher, Col. 1, 1. 40-45; Col. 1, 1. 65- 
Col. 2, 1. 4). 

Regarding dependent claim 17, While MS Word does not explicitly teach 
generating a photo album page, Fisher teaches a method of generating a photo album 
page using a template and images supplied by a user (Col. 1, 1. 48-Col. 2, 1. 3). Both 
Fisher and MS Word are directed toward using templates to format digital media. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
apply Fisher to MS Word, so that MS Word would have the benefit of a user editable 
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photo album template that would adjust to the number of images supplied by a user 
(Fisher. Col. 1. 1. 40-45; Col. 1. 1. 65-CoL 2. 1. 4). 

Regarding dependent claims 18-21, MS Word teaches a grouping of 
graphical image data on a page including a background pattern and a layout 
configuration modifiable by a user. MS Word teaches selecting a background pattern 
using Format, Background menu options for both a selection of JPEG files that are 
represented by thumbnail images and a selection of Microsoft Word files that are 
represented by thumbnail images (p. 2. "Pattern" and "Picture" tab. p. 6). MS Word 
teaches assigning a solid, blend, texture, pattern, theme or mosaic to said photo album 
page. MS Word teaches grouping images, i.e., drawing objects (p. 12), and that each 
group can be individually modified. 

Regarding dependent claim 22, MS Word teaches deleting a graphical image 
page, for example, by not saving a document when closing a window. 

Regarding dependent claim 23, MS Word teaches a side by side display of 
document pages, i.e., menu options Window, Split. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amelia Rutledge whose telephone number is 571-272- 
7508. The examiner can normally be reached on Monday - Friday 9:30 - 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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